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REMARKS 

In the Office Action, the Examiner rejected claims 63-78, 80 and 82 and objected 
to claims 79 and 81. However, the Examiner indicated that claims 79, 81 contained 
allowable subject matter and would be allowable if rewritten in independent form and 
further indicated that claim 64, 68 and 73-75 also contained allowable subject matter and 
would be allowable if rewritten to overcome the alleged Section 1 12, second paragraph 
rejection. Applicants sincerely thank the Examiner for noting the allowable subject 
matter in the instant claims. Respectfully, Applicants assert that the pending claims 
(claims 63-82) are patentable and in condition for allowance. In view of the following 
remarks and the foregoing amendments, Applicants respectfully request reconsideration 
and allowance of all pending claims. 

In the Office Action, the Examiner noted that U.S. Application No. 09/885,796 
was unavailable during the preparation of the Office Action. If the Examiner is unable to 

obtain a copy of this application with respect to future prosecution, Applicants sincerely 
invite the Examiner to contact the undersigned, who will provide a copy of this parent 
patent application at the Examiner's request. 

In the Office Action, the Examiner objected to the Abstract of the present 
appHcation. Particularly, the Examiner alleged that the Abstract "does not reflect the 
instant invention claimed in the first four sentences and the fifth sentence is too general" 
Office Action Mailed June 30, 2004, p. 2. Applicants respectfully disagree with the 
Examiner's assertions. However, in the interest of expediting prosecution. Applicants 
have amended the Abstract. Accordingly, Applicants respectfully request that the 
Examiner withdraw the objection to the Abstract in view of these amendments. 

Rejection Under 35 U.S.C. § 112 

In the Office Action, the Examiner rejected claims 63-68 and 70-76 under 35 
U.S.C. § 1 12, second paragraph, as indefinite for failing to particularly claims the subject 
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matter Applicants regard as the invention. Specifically, the Examiner stated that 
"[cjlaims 63-68 and 70-76 are incomplete since they do not state a method for making a 
fastener, but only a method for making a roll threading die." Office Action Mailed June 
30, 2004, p. 2. Applicants respectfully traverse the rejection. 

First, Applicants respectfully assert that the preambles of the presently rejected 
claims should not be viewed as a limitation on the scope of these claims. Indeed, 
Applicants respectfully assert that that the bodies of the presently rejected claims fully 
and intrinsically set forth all of the limitations of the claimed invention. Accordingly, the 
present preamble does not and should not limit the scope of the instant claims and is of 
no significance to claim construction. See Pitney Bowes, Inc. v. Hewlett-Packard Co., 51 
U.S.P.Q. 1161, 1165 (Fed. Cir. 1999). 

Additionally, Applicants respectfully assert that the present preamble satisfies 
Section 1 12, second paragraph, because the preamble concludes with the term 
"comprising." The M.P.E.P. states that "[t]he transitional term 'comprising'... is 
inclusive or open-ended and does not exclude additional, undirected elements or method 
steps." M.P.E.P. § 21 1 1.03 (emphasis added). With this precedent in mind, Applicants 
respectfully assert that the presently recited method components are steps or acts of the 
overall method for "making a threaded fastener." Accordingly, Applicants respectfully 
assert that the instant claims are fully compliant with Section 1 12, second paragraph. 

Thus, Applicants respectfully request withdrawal of the Section 112, second 
paragraph rejection of claims 63-68 and 70-76. 

Rejections Under 35 U.S.C. S 102 

In the Office Action, the Examiner rejected claims 63, 65-67, 69, 70, 72, 77, 78 
and 80 under 35 U.S.C. § 102(b) as anticipated by the Tanabe reference (Japanese Patent 
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No. 2-100,833). Applicants respectfully traverse the rejection, because the Examiner has 
improperly presented an untranslated foreign reference as the basis for the rejection. 

The Tanabe Reference Must Be Translated 

First, Applicants respectfully request that the Examiner provide a translation of 
the Tanabe reference if it is to be relied upon as support for a rejection of the instant 
claims. Respectfully, Applicants assert that it is improper for the Examiner to rely on the 
abstract rather than the underlying document itself, particularly in the case of foreign 
language references. See Ex parte Jones, 62 U.S.P.Q.2d 1206 (PTO Bd. App, 2001) 
(unpublished). As noted by the Board of Patent Appeals and Interferences, reliance on 
abstracts is problematic, because abstracts are often prone to erroneous or incomplete 
descriptions of the invention . See id. Indeed, the underlying text of the Tanabe reference 
may contain any number of facts and/or statements that contradict or clarify the 
summarized statements in the brief and translated abstract. The Tanabe reference simply 
must be considered as a whole, and such consideration is not possible absent a complete 
translation. 

Along this vein, the M.P.E.P states that "[c]itation of and reliance upon an 
abstract without citation of and reliance upon the underlying scientific document is 
generally inappropriate where both the abstract and the underlying document are prior 
art." M.P.E.P. § 706.02, p. 700-20 (citing Ex parte Jones, 62 USPQ2d 1206, 1208 (Bd. 
Pat. App. & Inter. 2001) (unpublished)). The M.P.E.P. further states that "[t]o determine 
whether both the abstract and the underlying document are prior art, a copy of the 
underlying document must be obtained and analyzed." Id. (emphasis added). If the 
relied-upon docxmient is in a language other than English, the M.P.E.P. mandates that "a 
translation must be obtained so that the record is clear as to the precise facts the examiner 
is relying upon in support of the rejection" and that "[t]he record must also be clear as to 
whether the examiner is relying upon the abstract or the full text document to support a 
rejection." Id. (emphasis added). Moreover, the Board of Patent Appeals and 
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Interferences has stated that "[i]f a translation is not provided by the examines the 
applicant may wish to consider seeking supervisory relief h\ the way of a petition (37 
C.F.R. § 1.181) to have the examiner directed to obtain and supply a translation '^ Id, at 
1208-09 (emphasis added). 

Furthermore, Applicants respectfully assert that the brief abstract of the Tanabe 
reference does not fully describe the claimed subject matter and would not enable one of 
ordinary skill in the art to employ the allegedly disclosed teachings of the Tanabe 
reference. Indeed, the abstract of the Tanabe reference provides only a perfunctory 
correlation to the disclosed figures and does not provide a full appreciation of what is or 
is not disclosed. For example, the Tanabe reference, as presented, provides no basis to 
correlate what is disclosed with the "bosses" and "bases" recited in the some of the 
instant claims. 

Therefore, Applicants respectfully assert that the Examiner cannot solely rely on 
abstract and figures of the Tanabe reference and, as such, respectfully request that the 
Examiner provide a translation of the Tanabe reference is it is to be relied upon for a 
rejection of the instant claims. 

Rejections Under 35 U,S,C. S 103 

In the Office Action, the Examiner rejected dependent claim 71 under 35 
U.S.C. § 103 (a) as obvious in view of the Tanabe reference and the Lobur reference 
(U.S. Patent No. 3,614,368) and dependent claims 76 and 82 under the same section 
as obvious in view of the Tanabe reference and the Wozniak reference (U.S. Patent 
No. 4,739,219). Applicants respectfully traverse the rejection, because the Tanabe 
reference, as presented in its untranslated form, cannot be relied upon for a rejection 
of the instant claims, as discussed above. Indeed, the M.P.E.P. states that the full 
text document may "include teachings away from the invention that will preclude an 
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obviousness rejection under 35 U.S.C. 103, when the abstract alone appears to 
support the rejection." M.P.E.P § 706.02. 

Thus, Applicants again assert that the Examiner cannot rely on the 
untranslated Tanabe reference and request that the Examiner provide a translation of 
the Tanabe reference if it is to be relied upon in the future. 

Conclusion 

In view of the remarks and amendments set forth above, Applicants respectfully 
request allowance of all pending claims. If the Examiner believes that a telephonic 
interview will help speed this application toward issuance, the Examiner is invited to 
contact the undersigned at the telephone number listed below. 



Respectfully submitted. 
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